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1) Pemioii for WitltdraTml of Hnal Rejectlcm Under 37 CFR 1.181 and 1482 
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PLEASE COISFIRM RECEIFT OF T^« VArsTMTTJ: - THANK YOU 



CQifflpmENTiALrryNcyrE . . , 

Hie mfbnnation contamed in ^ fecsiiiiilc (FAX) message is legally privileged and confidemAl infotmation icieoded only for the use 
of the receiver or finn named above. If the leadisr of fliis message is not die intended recdvcr, you aic toeby noiificd that any 
disseminatiDii, dxstnlmtioB or copyx^ If yira have received this FAX in exror, please imme^ 

notify the sender at the telephone fflMhber provided above and letom ihe original message to the sender at the address above via the 
United SEtes Postal Service* Thank you. 
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IN TOE UNITED STATES PATENT AND TRADEMARK OFFICE 



la le application o£ ChcaietaL 

Application No.: 09/702^9 

Filed: October 30, 2000 

Tifle: TRACKING AND REPORTING OF 
COMPUTER VIRUS INFORMATION 

I hscby certify tiist Qvis oonospondcncQ is being traisrttted vfft 
f^C&iinilo JO Uirtiicd Sttlcs PfttnA imd TVBdemailc OfEcc^ AtttaodiQB: 
Office of P^tition^ at ^csninle nVTTter 571 -T7V8300 Of) SepfiCflobcr 0^ 
2005. 

SisoftJ: 

RyanGachus 

PETITION FOR WITHDRAWAL OF FINAL REJECTION 
Under 37 CJ'JL § 1.181 and 1.182 

Mail Stop Petitions 
Conmiissioxier for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

Status pf Application 

A fiist OfiSce action by Bcamincr Todd Jack wa^ mailed Febmaiy 6, 2004 and rejected 
aU claims 1-22; Appficant filed a Reply to that action on May 6. 2004. Evidently the case was 
reassigned as a final OfSce action was prepared by Examiacr Khoshnoodi and mailed May 4, 
2005, again rqecting all claims. Applicant held a telephone interview with Examiner 
Khoshnoodi on August 17, 2005 and filed a Reply after Final by facsimile on August 18, 2005. 

Applicant is making a good-faith effort to resolve this issue of the finality of the 
previous Office action. Applicant held a telephone interview with the Examiner on August 17, 
2005 in which the finality of the previous Office action was discussed; Applicant then filed a 
Reply after Final on August 18 requesting reconsideration of that final action. Applicant has just 
learned that the Examiner will not reconsider the decision and has thus filed this petition. 
Therefore, Applicant requests that the Directoruse his discretion to deem that this petition is not 
untimely* 



Attoin^Do<d:etNo,: TRJ©P004 
Examinen KHOSHNOODI, Nadia 
Group: 2133 
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The previoiis Office action was made fmal because "Applicant's amendment necessitated 
die new ground of rcgection." Applicant respectfiilly requests that the finality of tiiat action be 
withdrawn for the following reasons. 

A pplicant's Oaim Ameadjnents Did Not Necessitate the New Gronnd of Retection 

MPEP 706.07(a) states that a second action on the merits shall be final, except where the 
Examiner introdnccs a new ground of raectjon that is not necesgitated by applicant's amendment 
oftfaeclaircis. Applicant's minor amendments did not introduce a new limitation that required 
the Examines to undertake a new search. In fk;t, the Exanoiner was obUgated to introduce a new 
ground of rejection because the first Office action did not adequately reject liie claims based on 
the two original references* In other words, the new ground ofrgection in tira supposedly final 
Office action was necessitated by deficiencies in the first Office action. 

Hie fiiTt Office action is deficient In that it did not properly reject claim 1 or did not 
aU^Qiateadilimitadonoftbe claim was present in the dtediefe^ Taking claim 1 for 
exanqyle^ fiie first Office action alleges that the second element ("at least one antivirus scanning 
server") is present in ^oi^peirTz et al (first Office action, page 2). But, the final Office actian 
retreats firom that position and suddenly claims that IMs second elcaaient is not disclosed in 
Hailpem et al (final Office action, page S). The final Office action then introduces anew 
reference, Tso^ and a new ground of rejection and alleges that this second elem^t is present in 
Tso. 

Further, the first Office action does not allege that the third element ("a scan log of 
infoimation'*) is present in eiflier of the cited references. The final Office action agrees with this 
position and states that this third element is not disclosed in Hailpern et al The final Office 
action th en introduces a new ground of rejection and alleges that this third element is present in 
Tso. Applicant can also point out finther deficiencies in flie fiist Office acticm regarding the 
fbmtfa element of claim 1 and corresponding steps of claim 12. 

Because die first Office action was deficient in that it did not properly reject claim 1 (in 
addition to other claims), the Examiner was obligated to undertake a new search (finding the Tso 
reference) in order to properly reject the claims. Thus, the.new ground of rejection presmted in 
the final Office action was not necessitated by Applicant* s minor amendments to the claims but 
was necessitated becaose fiie first Office action was deficient 
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IL Applicant's qaim Amendments Were Minor 

Looldxig at Hic clmms fiom a common sense point of view, Applicant submits liiat the 
chimfi were not amended in any way that woiild cause a reasonable Examiner to feel obligated to 
nndertake a wjnpl^tsly new search. 

Claim 1 was amended to add the phrase " fom said client compnters " to the fourth 
elemoot, and claim 12 was amended to add &e phrase " information ftom said client computers" 
tothefbnifhst^. But, these added phrases do not add new limitations to the claim. The 
limitations clarified by &e addition of these phrases were akeadv present in riaimB and were 
fiuppogedlv searched durms the first Office action. 

Before amendment, claim 1 xeqmred in its third element "a scan log of inJEhmaation which 
is sent back .fiam eajch client_user .'' Urns, the scan log is sent back fiom tiie client compute of 
each user. The fomthdj^nent makes it clear where ^ scan log of inform before 
amendment^ the foiotfa element required "a virus tracking server for receiving the scan lotg 
iTifaTTTifltiftTi- ^ Thus, the virus tracking server receives the scan log information which is sent 
back fiom each client user having a client computer. This limitation of the claim is quite clear 
i^on a reading of flie dairn before amendment. Applicant added the phrase "from said client 
cQTnputem" in ordisr to assist wi^ an undexstanduig of the claim and to make it crystal clear 
where the scan log is coming from, bat the phrase certainly did not add a new limitation to the 
claim, Qahn 12 was modified in a gi'miTflr foshion and likewise had xio new limitation added to 
it 

It is the midersigned's understanding that the Examiner is taking the position that any 
amendment to a claim (even a trivial amendment) must necessarily result in a second Office 
action being made final. But, no case law or OflBce rule siq>ports that position. A nivial 
clarifying amendment that does not add a new limitation certainly does not require that the 
Examiner undertake a new search. 

In conclusion, it is respectfolly submitted that the most recent Office action cannot be 
TWfl^* fiu3l because the minor clarifying amendments macie by Applicant did not introduce any 
new features or linntationsrequiriiigflie Examiner to perform a new search In fad the 
Ry^rmiTier was required to perform a new search an d intfoduce a new ground of rejection because 
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<he first OfSce action did not adeouatelv reiec^ the claims. Hieiefoie, Applicant submits that the 
final rgection was premature and requests that the finality of that rejection be witiidrawii. 

Please chaige the required fees, or any additioiial fees required to &cilital6 filing tibe 
enclosed P«*ition, to Deposit Account No. 500388 (Order No. TKNDP004). 

If it is determined that any other fees are due^ the Comniissioaer is hereby authorized to 
charge such fees to Deposit Account 500388 (Order No. TRNDP004}. 



Beyer Weaver & Thomas, LIi» 
P.O. Box 70250 
Oakkn*. CA 94612-0250 
Td^hone: (612)252-3330 
Facsimile: (612)825-6304 




Reg. No. 39,364 
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